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Intro to Patents

• Key Patent Facts:

• contract theory:  the Government gives an inventor a period (20 years from the  
filing date) of exclusivity in exchange for full disclosure of the invention to the 
public (“quid pro quo”)

• negative right: a patent gives the right to exclude all others from making, using,     
offering for sale, selling, or importing 

– does NOT give a right to make or sell a product
– can be dominated by a broader patent

© 2022 Tarolli, Sundheim, Covell & 
Tummino LLP 3



Types of Patent filings

• Provisional Patent Applications:
benefits:

– can be very informal (does not require claims or inventor 
signature)

– allows for continued technology development 
– additional year of patent term

limitations:
– must convert both U.S. and foreign apps in 12 months
– only a placeholder; will not  publish or be examined
– must meet enablement requirements

• Non-provisional (or Utility) Patent Applications – examined by USPTO

• Patent Cooperation Treaty (PCT) Patent Applications  - International!
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What is Patentable?

•  “Anything under the sun made by the hands of man”

– new chemical compounds, e.g., drugs, pesticides
– methods of producing new compounds
– new uses for old compounds
– purified natural materials, e.g., DNA, enzymes
– transgenic animals or plants
– new formulations or mixtures, e.g., alloys, 

shampoos
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What is NOT Patentable?
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What is NOT Patentable?

Laws of nature, 
physical 
phenomena, 
and abstract 
ideas are not 
patentable
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3 Criteria for Receiving a Patent
1)   Utility

•  demonstrated or proposed use that one of “ordinary skill in  
the art” would believe provides identifiable benefit and is capable of doing so

2)   Novelty
•  not patented, described in a single printed publication, or in public  

use, on sale, or otherwise available to the public before the 
effective filing date of the invention

3)   Non-obviousness
•  whether one skilled in the art at the time of the invention 

would have had a rational basis to combine prior art to reach 
the claimed invention with a reasonable expectation of 
success 
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Patent Prosecution Timeline

Nonprovisional 
Application Filed: 

$7-10K

US Patent 
Issued

Provisional 
Application 
Filed: $2-4K

Office Action #1 
Received: Response 

Filed: $2-4K

Notice of Allowance 
Received: Issue Fee 

Paid: $2K 
Continuation 
Application 

Filed (?)

Office Action #2 
Received: Response 

Filed: $2-4K

National Phase 
Applications Filed: 

$25-30K

Regionalized In 
EP

PCT International 
Application Filed $4-5K

National Phase 
1st Office Action 

Received: Response  
Filed $3-4K

Notice of Allowance 
Received: Issue Fee Paid: 

$4K

National Phase 
2nd Office Action 

Received: Response  
Filed $3-4K

Foreign Patent 
Issued

12 Months 20-30 Months 6 Months 6 Months 3 Months

18 Months 20-30 Months 12 Months 12 Months 6 Months6 Months

EP, JP, AU, CA
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Examples of patents 
by technology type
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(Medical) Device Patent
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Medical Method Patent
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Diagnostic Patent
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Therapeutic Patent
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Software Patent
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Imaging Patent



Brown Biomedical Innovations to 
Impact

Karen Bulock PhD, Managing Director

March 10, 2022

Introduction to Academic Biomedical Accelerator



So, you have an idea/patent for a 

biomedical product. 

Now what?



The Idea-to-Impact Gap

Academic 
Accelerators:  

Bridge the Gap

NIH-funded basic research

Industry/Commercialization



Launched in 2018 with ~$8M in philanthropic gifts

■ Encourage and enable a culture of biomedical 
entrepreneurship at Brown

■ Support translating basic research discoveries into 
products with commercial potential
● Provide consulting and advice on technology/product 

development
● Provide funding for well-defined, product-focused 

proposals 
● Move products along the path to commercialization

BBII Program Goals



Brown Biomedical Innovation to 
Impact

Advice/Coaching Funding Project 
Management

Commercial 
Development 
Opportunities

• Feedback from 
external 
reviewers

• Programming 
in technology 
development

•Competitive 
proposal 
process

•Product focused 
with $100K for 
one year

• Milestones 
defined

• Funding paid 
in tranches

• Consultants 
and CROs

• BBII collaborates 
with Brown Tech 
Innovations 

• Connect with 
industry, venture 
capital and start-
up resources and 
entrepreneurs



What makes a competitive proposal?
■ Great science and technical merit

■ Unmet need: What is the problem?

■ Technology/product: How will your technology solve 
the problem?

■ Commercial market
■ Intellectual property 
■ Early development plan

AND



■ Faculty whose principal appointment is at Brown 
University (covered by the Brown University IP 
policy)

■ Investigators at Lifespan or Care New England 
with Brown faculty appointments

BBII Eligibility



Want to learn more?

Please connect: 
karen_bulock@brown.edu



Academic Technology Commercialization

Neil Veloso
Executive Director

Brown Technology Innovations 



Agenda

 Academic Technology 
Transfer

 Licensing and Faculty 
Startups 



Academic Technology Transfer 

Formalized with the passage of 
federal Bayh-Dole Act (1980)

TTO models:
A university department

A standalone foundation



Technology transfer office structure

Multiple functions 
within a TTO. 

Horizontal vs 
Vertical Office 
Structure

Primary focus area 
is “licensing.”



A Focus on Startups 

TTOs have shifted towards licensing to startups vs. established companies. 

“University Based Venture Funds” are sexy but not the norm.

Incubator and entrepreneurship programs have grown.  

Product Development Focused research funding fits within the academic 
workflow. 



Licensing/Options  
• Patents Not Products 

• Accessing patented product? Licensing 

• A license? Covenant not to sue. 

• Types of license agreements: Exclusive License
Non-exclusive License

• Option Exclusive right to negotiate



Anatomy of a License Agreement 

The Licensor grants the Licensee: 
• The ability to make, have made, use, sell or offer to sell Products from the 

Patent. 
• The ability to sublicense. 
• The ability to pursue infringers. 

In exchange for these rights, the Licensee: 
• Pays the licensor upfront, milestone and downstream royalties on product 

income, sublicense fees and infringement awards. 
• Continues prosecution of the patents (usually in licensor’s name).
• Reports on the progress of product development and sales. 
• Indemnifies the Licensor against liabilities. 



Faculty Startups

Sedivy Fallon

Elkurt Elias, Kurtis 
Walsh                                  

Silverman Stein

Rose-Petruck
More to come! 

Commercialization Growth around Faculty Innovation 



Thank you!

Neil_Veloso@brown.edu 


	Slide Number 1
	Intro to Patents
	Intro to Patents
	Types of Patent filings
	What is Patentable?
	What is NOT Patentable?
	What is NOT Patentable?
	3 Criteria for Receiving a Patent
	Patent Prosecution Timeline
	Slide Number 10
	Slide Number 11
	Slide Number 12
	Slide Number 13
	Slide Number 14
	Slide Number 15
	Slide Number 16
	2_Advance CTR-BBII 10MAR2022.pdf
	Brown Biomedical Innovations to Impact
	Slide Number 2
	Slide Number 3
	BBII Program Goals
	Slide Number 5
	What makes a competitive proposal?
	BBII Eligibility
	Want to learn more?��Please connect: karen_bulock@brown.edu
	Slide Number 9




